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DETAILED ACTION 
Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-5 and 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshimura (Patent No. US 5,850,059) in view of Mitsuya (Pub. No.: US 2002/0021290). 

Regarding claims 1 and 14, Yoshimura teaches a pointer (i.e., touch input pen 1, figs. 1 A 
and IB) assembly for identifying locations on a monitor, comprising: 

an expandable member (8) having a distal end (16), wherein said distal end is enclosed by 
a tip (15) (col. 2, lines 23-33, col. 3, lines 7-13). 

Yoshimura differs from claims 1 and 14 in that he does not specifically teach the tip 
having a durometer hardness selected to prevent scratching and marring of the monitor. 

Mitsuya teaches an input tip having a durometer hardness selected to prevent scratching 
and marring of the monitor [0018]. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to incorporate the tip as taught by Mitsuya in 
the system of Yoshimura in order to protect the input screen and provide a pen capable of 
making a user feel pleasant. 

Regarding claim 2, Yoshimura teaches said expandable member comprises a telescoping 
rod (col. 1, lines 36-37). 
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Regarding claims 3, 5, and 17, the combination of Yoshimura and Mitsuya teaches said 
tip comprises an elastomer [0018] of Mitsuya. 

Regarding claims 4 and 16, the combination of Yoshimura and Mitsuya teaches said 
elastomer includes a durometer greater than generally 85 shore A hardness [0018] of Mitsuya. 

Regarding claim 15, Yoshimura teaches elongated member is expandable between at 
least a first and a second length (col 2, lines 23-33, col. 3, lines 7-13). 

3. Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshimura 
(Patent No. US 5,850,059) in view of Mitsuya (Pub. No.: US 2002/0021290) and further in view 
of An et al. (Patent No. US 6,771,254). 

Regarding claims 6 and 7, the combination of Yoshimura and Mitsuya does not 
specifically teach said tip is injection molded onto said distal end. 

An teaches a nib is injection molded onto said distal end (col. 5, lines 44-56). Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate the nib as taught by An in the system of the combination of Yoshimura and 
Mitsuya in order to retain and fit to the body of the pointer. 

Regarding claims 8 and 9, the combination of Yoshimura, Mitsuya and An teaches said 
distal end is contoured thereby providing a tapered configuration to said tip that is coated (figs. 2 
and 3 of An). 

4. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshimura 
(Patent No. US 5,850,059) in view of Mitsuya (Pub. No.: US 2002/0021290) and further in view 
of Zigler (Patent No. US 5,747,748). 
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Regarding claim 10, the combination of Yoshimura and Mitsuya does not specifically 
teach said tip is shaped as an appendage of a human body. 

Zigler teaches a tip of any shape (col. 2, lines 7-12). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to incorporate the 
nib as taught by Zigler in the system of the combination of Yoshimura and Mitsuya in order to fit 
to different storage device. 

5. Claims 1 1, 19, and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshimura (Patent No. US 5,850,059) in view of Mitsuya (Pub. No.: US 2002/0021290) and 
further in view of Wong et al. (Pub. No. US 2004/0127268). 

Regarding claims 1 1 and 19, the combination of Yoshimura and Mitsuya does not 
specifically teach said distal end comprises a helical thread and said tip is adapted to receive said 
helical thread thereby releasably retaining said tip to said distal end. 

Wong teaches a distal end (304) comprises a helical thread (308) and a tip (302) is 
adapted to receive said helical thread thereby releasably retaining said tip to said distal end 
[0019]. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the thread as taught by Wong in the system of the 
combination of Yoshimura and Mitsuya in order to attach and detach the tip to the pointer easily. 

Regarding claim 21, the combination of Yoshimura, Mitsuya, and Wong teaches a 
receptor affixable to the monitor and adapted to releasably receive said elongated member (fig. 1 
of Wong). 
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6. Claims 12, 13, 18, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshimura (Patent No. US 5,850,059) in view of Mitsuya (Pub. No.: US 2002/0021290), Wong 
et al. (Pub. No. US 2004/0127268) and further in view of Slotta (Patent No. US 6,724,369). 

Regarding claims 12, 13, 18, and 20, the combination of Yoshimura, Mitsuya, and Wong 
does not specifically teach "said tip comprises an insert . . . said distal end". 
Slotta teaches a tip (fig. 13) comprises an insert having a durometer hardness greater than a said 
durometer hardness of said tip and being adapted to receive said helical thread thereby releasably 
retaining said tip to said distal end (col. 14, lines 63-67). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to incorporate the insert as 
taught by Slotta in the system of the combination of Yoshimura, Mitsuya, and Wong in order to 
prevent the tip from deteriorating. 

7. The prior art made of record and not relied upon is considered to pertinent applicant's 
disclosure: 6,273,627. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer T. Nguyen whose telephone number is 571-272-7696. 
The examiner can normally be reached on Mon-Fri: 9:00am-5 :30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Hjerpe can be reached on 571-272-7691. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Jennifer Nguyen 
11/15/06 




RICHARD HJERPE 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



